
PNNL is operated by Battelle for the U.S. Department of Energy

Agreements for 
Commercializing 
Technology as a 
Technology Transfer Tool  

Derek Maughan
Patent Counsel Pacific Northwest National Laboratory 

April 25, 2019



2

• Allows Lab Contractors to bridge the Gap 
between obligations and requirements that 
DOE mandates while contracting with other 
parties for access to DOE laboratory 
resources and personnel on a non-
interference basis.

• FFRDC requirements still in play (cannot 
compete with the private sector)

• Lab Contractor responsible and liable for all 
obligations and damages to DOE, but can 
make arrangements to address (fee, 
insurance, other agreements)

• IP allocated by specific class waiver 
• No obligations can be placed on Government

• Authorized under Atomic 
Energy Act authority for 
performing work for 
others (42 USC 2011 et. 
seq) 

ACT agreements 
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Advantages 

• Labs can take on risk and negotiate with third parties
• Can use third party’s paper as a starting point and negotiate terms (only two 

clauses must be added (disclaimer and reference to IP class waiver) 
• Reduced cycle times 
• Helps persons who are unfamiliar with national labs by allowing the lab 

contractor to serve as an intermediary and helper in the process
• Allows for lab contractors to find easy solutions to issues like 

§ indemnification, 
§ advance payment, 
§ Performance guarantees (fixed price)
§ IP reporting obligations
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Hurdles 

• Lab Contractors must be able to assess and be willing to take on risk 
including risk of non-compliance with DOE

• Lab Contractors must learn to think more like business persons and keep 
multiple parts of the transaction/ interaction in mind

• Lab Contractors and DOE site offices must become familiar with procedures 
and metes and bounds

• Not a solution to all problems but rather another tool in the tool kit for working 
with third parties 


